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DETAILED ACTION 

1. This action is responsive to amendment received on June 30, 2006. Claims 6-17 
and 19 are pending examination. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 6-17 and 19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Leonard et al M U.S. Patent No. 6,721,784 (referred to hereafter as Leonard). 

As to claim 6, Leonard teaches a method for detecting and selectively preventing 
the forwarding of an electronic message after receipt by the recipient, wherein the 
electronic message has a unique message identifier, the method comprising: 

coding the electronic message to indicate a request to prevent forwarding (see 
col. 19 lines 47-67 and fig. 12, user may indicate that the email may not be forwarded, 
copied, printed); 

scanning the electronic message for a request to prevent forwarding (see col. 19 
lines 47-67 and fig. 12); 
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storing the message identifier in a blacklist database whenever the request is 
found (see col. 24 lines 10-38, control information of the email is stored in a database); 
and 4 

blocking forwarding by the recipient of the electronic message that has been 
received by the recipient when the message identifier of the electronic message being 
forwarded matches an entry in the blacklist database (see col. 24 lines 10-38, the 
forwarding of the email is prevented if the control information in the database indicates 
that the email cannot be forwarded). 

As to claim 7, Leonard teaches the method of claim 6, wherein the electronic 
message includes a message body, and wherein scanning includes searching the 
message body for a request to prevent forwarding (see col. 12 lines 25-33). 

As to claim 8, Leonard teaches the method of claim 7, wherein the electronic 
message includes a message header, and wherein scanning includes searching the 
message header for a request to prevent forwarding (see col. 12 lines 25-33). 

As to claim 9, Leonard teaches the method of claim 8, further comprising: 
selecting the electronic message in which to include the request to prevent forwarding 
(see col. 12 lines 25-33). 

As to claim 10, Leonard teaches a system for detecting and selectively 
preventing the forwarding of an electronic message received by a recipient, wherein the 
electronic message has a unique message identifier, the method comprising: 
means for coding the electronic message to indicate a request to prevent forwarding; 
means for scanning the electronic message for a request to prevent forwarding; means 
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for storing the message identifier in a blacklist database whenever the request is found; 
and means for blocking forwarding by the recipient of the electronic message that has 
been received by the recipient whenever the message identifier of the electronic 
message being forwarded matches an entry in the blacklist database (see col. 19 lines 
47-67 and col. 24 lines 10-38). 

As to claim 1 1 , Leonard teaches the system of claim 1 0, wherein the electronic 
message includes a message body, and wherein the means for scanning includes 
searching the message body for a request to prevent forwarding (see col. 12 lines 25- 
33). 

As to claim 12, Leonard teaches the system of claim 11, wherein the electronic 
message includes a message header, and wherein the means for scanning includes 
searching the message header for a request to prevent forwarding (see col. 12 lines 25- 
33), 

As to claim 13, Leonard teaches the system of claim 12, further comprising: 
means for selecting the electronic message in which to include the request to prevent 
forwarding (see col. 12 lines 25-33). 

As to claim 14, Leonard teaches a computer-readable medium having stored 
thereon instructions which, when executed by a processor, cause the processor to 
perform the steps of: coding an electronic message to indicate a request to prevent 
forwarding scanning the electronic message for a request to prevent forwarding; storing 
the a message identifier in a blacklist database whenever the request is found; and 
blocking forwarding by a recipient of the electronic message once the electronic 
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message has been received by the recipient whenever the message identifier of the 
electronic message being forwarded matches an entry in the blacklist database (see 
col. 19 lines 47-67 and col. 24 lines 10-38). 

As to claim 15, Leonard teaches the medium of claim 14, wherein the electronic 
message includes a message body, and wherein scanning includes searching the 
message body for a request to prevent forwarding (see col. 12 lines 25-33 and col. 19 
lines 30-67). 

As to claim 16, Leonard teaches the medium of claim 15, wherein the electronic 
message includes a message header, and wherein scanning includes searching the 
message header for a request to prevent forwarding (see col. 12 lines 25-33 and col. 19 
lines 30-67). 

As to claim 17, Leonard teaches the medium of claim 14, further comprising: 
selecting the electronic message in which to include the request to prevent forwarding 
(see col. 12 lines 25-33 and col. 19 lines 30-67). 

As to claim 19, Leonard teaches a computer readable medium containing 
instructions that when executed by a computer perform the acts of: 

receiving user input for preventing forwarding of one or more electronic mail 
messages being sent to a recipient; storing matching input in a blacklist database; and 
upon a subsequent attempt to forward one of the one or more received electronic mail 
messages by the recipient who has received the one or more electronic mail messages, 
referencing the user input relative to the matching input in the blacklist database and 
preventing forwarding by the recipient wherein receiving user input comprises receiving 
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user input included in the header of an electronic mail message being created at a client 
computer where the user input from the header is referenced upon an attempt to 
forward the electronic mail message such that when the header of the electronic 
message being forwarded matches the input in the blacklist database, forwarding of the 
electronic message is blocked (see col. 19 lines 47-67 and col. 24 lines 10-38). 

Response to Arguments 

3. Applicant's arguments with respect to the pending claims have been considered 
but are moot in view of the new grounds of rejection. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hussein A. El-chanti whose telephone number is 
(571)272-3999. The examiner can normally be reached on Mon-Fri 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on (571)272-4001 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/034,093 



Page 7 



Art Unit: 2157 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
Hussein Elchanti 
Sep. 12,2006 




